
United States Patent and Trademark Office 




UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



09/937,533 



26271 



11/27/2001 



Anders Larsson 



HO-P02300US0 



9584 



7590 



12/15/2004 

FULBRIGHT & JAWORSKI, LLP 
1301 MCKINNEY 
SUITE 5100 

HOUSTON, TX 77010-3095 



EXAMINER 



HANLEY, SUSAN MARIE 



ART UNIT 



PAPER NUMBER 



1651 

DATE MAILED: 12/15/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/937,533 



Examiner 



Applicant(s) 

LARSSON ET AL. 



Art Unit 

1651 



| Susan Hanley 

Period for" R^ 1 "^^^^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS ppom 
THE MAILING DATE OF THIS COMMUNICATION ~ MONTH < S ) FR0M 

l nnoe V en,, h owe V e r , m a yare p lybetimeIyfil e d 
earned patent term adjustment. See 37 CFR 1 7™(T communication, even if timely filed, may reduce any 

Status 

1 M Responsive to communication(s) filed on 16 September ?nnd 
2a)Q This action is FINAL. 2b)g] This action is non-final 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 o.G. 21 3. 
Disposition of Claims 

4) E Claim(s) 1-8,10-12,17-21 and ?3-3ft is/are pending in the application. ' 

4a) Of the above claim(s) is/are withdrawn from consideration 

5) D Claim(s) is/are allowed. 

6) E Claim(s) 1-8.10-12.17-21 and is /are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
Replacernent drawing sheet(s) including the correction is required if the drawings, is objected to. See 37 CFR 1 1 21 (d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 119(a)-(d) or (ft 
a)D All b)D Some * c)D None of: W " 
1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No 

3. U Cop.es of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7 2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) U Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . ' 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



4) D Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



Office Action Summary 



Part of Paper NoVMail Date 12112004 



Application/ Control Number: 09/937,533 
Art Unit: 1651 



Page 2 



DETAILED ACTION 
Response to Arguments 

Applicant's arguments with respect to claims 1-8, 10-12, 17-21 and 23-36 have been considered 
but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set rorth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-8, 10-12, 17-21 and 23-36 are rejected under 35 U.S.C. 112, first paragraph, because the 

specification, while being enabling for a method, a product made thereof and a method of use thereof, for 

decreasing the water-contact angle of a substrate surface, such that said decreased angle remains so for a 

month, wherein the substrate surface is made of plastic and comprises a channel having a depth of <1000 

um to serve as a liquid transportation systems, comprising treating the substrate surface with a gas 

plasma of a non-polymerizable gas under conditions wherein the intensity of the plasma is 

> 5 W/cm3/min, the power is £ 250 W and the gas flow is < 100 cm^/min, to produce a treated substrate 

having an immediate contact angle of < 30° after washing said treated substrate with a mixture of pure 

water and ethanol, does not reasonably provide enablement for a method of permanently decreasing the 

immediate water contact angle of a substrate surface comprising a channel having a depth of 51000 um, 

to serve as a liquid transportation systems and made from a plastic material, comprising treating the 

substrate surface with a gas plasma of a non-polymerizable gas, wherein the intensity of the plasma is 

selected to make a treated surface having a permanently decreased water-contact angle compared to an 

untreated substrate surface, and a product made by such a process and a method of using , thereof. The 

specification does not convincingly demonstrate how any person skilled in the art to which it pertains, or 

with which it is most nearly connected, to make the invention commensurate in scope with these claims. 
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The specification discloses a method for making a substrate having an immediate water contact 
angle of < 30° after washing with an ethanol/pure water mixture that is made by treating a plastic 
material with a gas plasma of a non-polymerizable gas under conditions wherein the intensity of the 
plasma is £ 5 W/cm3/min, the power is S 250 W and a gas flow of < 100 cm*. However, there is no 
disclosure related to making a substrate having a water contact angle of < 30°, wherein said angle is < 30° 
for an indefinite period of time, nor is there disclosure related to determining any other combination of 
reaction conditions to achieve the disclosed substrate having a water contact angle that remains < 30° 
degrees after the ethanol/pure water washing. 

The limited showing of a specific range of parameters to render a plastic substrate more 
hydrophilic such that the immediate water-contact angle is changed to and remains < 30° after a month is 
not sufficient to enable a claim drawn to any set of reaction conditions because the art of surface 
modification is too unpredictable. One cannot assume that a limited range of reaction conditions for a gas 
polymerization process to produce a material that can maintain a water contact angle that is stable for a 
month ensures that any set of reaction conditions will produce a substrate with the same results. As 
pointed out by Applicant in the specification, when the instant invention was conceived, the common 
knowledge for treatment of plastic gasses with non-polymerizable gas plasma was that the 
hydrophilized surfaces obtained from said processes were unstable during washing or storing. Thus, the 
art is very unpredictable. The instant specification does not disclose how the skilled artisan would 
discover other reaction conditions that would bring abut a substrate with a stable water contact angle 
with the same results. 

It is known that achieving a substrate having a water-contact angle that remains stable for a 
month by a gas plasma reaction process with a non-polymerizable gas was not known by the prior art. 
There is no predictable way for a skilled artisan to know a priori what reaction conditions will make a 
substrate with the desired water contact angle characteristics . The limited disclosure cannot be 
extrapolated by the skilled artisan to predict these characteristics. It would require one of ordinary skill in 
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the art undue experimentation to establish the reaction conditions to render more hydrophilic, wherein 
said surface has an adjusted water contact angle of < 30° that remains unchanged for a month. Thus, 
claims -8, 10-12, 17-21 and 23-36 are not commensurate in scope with the enabling disclosure. 

Allowable Subject Matter 
A method, a product made thereof and a method of use thereof, for decreasing the water-contact 
angle of a substrate surface, such that said decreased angle remains so for a month, wherein the substrate 
surface is made from plastic and comprises a channel having a depth of £1000 um, to serve as a liquid 
transportation systems, comprising the treating the substrate surface with a gas plasma of a non- 
polymerizable gas under conditions wherein the intensity of the plasma is > 5 W/cm3/min, the power is 
> 250 W and a gas flow of < 100 cm3/min to produce a treated material having an immediate water- 
contact angle of < 30 after washing said treated substrate with a mixture of pure water and ethanol, 
wherein the said contact angle remains so a month is neither known nor suggested by the prior art. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Susan Hanley whose telephone number is 571-272-2508. The examiner can 
normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Wityshyn can be reached on 571-272-0926. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http:/ /pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
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